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DETAILED ACTION 
Claim Rejections - 55 USC §102 
The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another filed in the United 
States before the invention thereof by the applicant for patent, or on an international application by another who 
has fulfilled the requirements of paragraphs (1), (2), and (4) of section 371(c) of this title before the invention 
thereof by the applicant for patent. 

Claims 1 - 9, 13, 14, 17, 18, 21 - 25, 28 - 31, 34 - 37 & 40 52 are rejected under 35 
U.S.C. 102(e) as being anticipated by Chow et al. (U.S. Pat. Pub. No. US 2003/0215863 Al) 
(hereinafter "Chow"). 

Regarding claims 1, 3, 7, 13, 17, 22 - 24, 28 - 30, 40, 41 & 44 - 52, Chow anticipates 
an apparatus (100) comprising: a plurality of supply units (106, 1 10, 1 12, 1 14 & 1 16); a reaction 
chamber (104); a flow pass (e.g., connector channels 120, 122, 124 & 126); and a vacuum or 
suction port (108 & 208) (see paragraphs 0060 & 0071; figures lA & 2). Chow teaches that the 
connector channels are each configured to deliver the reagents firom their respective reservoirs to 
the reaction zone 104 at different times or at different rates (see paragraph 0061). 
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Figure lA 
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Figure 2 

Regarding claims 2 & 8, Chow anticipates that the structural characteristics, i.e., cross- 
sectional area, aspect ratio, or channel length, of the flow pass or channel configuration will 
determine the timing or sequential relationship and including volume amount of reagent fluid 
flow within the apparatus (see paragraphs 0020 - 0023 & 0059). 

Regarding claims 4 - 6 & 9, Chow anticipates the incorporation of a vacuum or suction 
device (see paragraphs 0070 - 0072). Since suction or vacuum pump devices are well known in 
the art, it is inherently anticipated that a suction pump device would be utilized as a 
vacuum/pressure source with the disclosed apparatus. 
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Regarding claims 14, 18, 21, 25 & 31, Chow teaches the incorporation of a flow 
controller, such as instrumentation including an electrokinetic flow control system (see 
paragraph 0071). 

Regarding claims 34 - 37, 42 & 43, as discussed above, Chow teaches all of the structure 
of the apparatus provided in the claimed method, which merely recites the conventional 
operation of that apparatus. Regarding process or method claims, a prior art device anticipates 
a claimed process, if the device carries out the process during normal operation (see MPEP § 
21 12.02). Furthermore, regarding product and apparatus claims, when the structure recited in 
the reference is substantially identical to that of the claims, claimed properties or functions are 
presumed to be inherent (see MPEP § 21 12.01). 

Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 



Application/Control Number: 10/008,398 Page 6 

Art Unit: 1743 

1. Claims 10, 16, 20, 27, 33 & 39 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Chow. Chow does not specifically teach the use of a plurality of pump devices. The Courts 
have held that the mere duplication of parts, without any new or xmexpected results, is within the 
ambit of one of ordinary skill in the art. See In re Harza, 124 USPQ 378 (CCPA 1960) (see 
MPEP § 2144.04). Therefore, it would have been obvious to a person of ordinary skill in the art 
to utilize a plurality of pump devices with the disclosed apparatus. 

2. Claims 11, 12, 15, 19, 26, 32 & 38 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Chow in view of Kopf-Sill et al. (U.S. Pat. No. 5,842,787 A) (hereinafter 
"Kopf-Sill")- Chow does not specifically teach the incorporation of a valve system within the 
disclosed apparatus. Chow does teach the use of electrokinetic transport systems with the 
disclosed apparatus (see paragraph 0071). Kopf-Sill, which is incorporated by reference by 
Chow, teaches that electrokinetic transport systems include the use of electrokinetic valves for 
controlling electrokinetic fluid material transport (see col. 8, lines 57 - 66). Hence, as evidenced 
by Chow and Kopf-Sill, a person of ordinary skill in the art would accordingly have had a 
reasonable expectation for success of incorporating the use of a valve system within a 
microfluidic apparatus for facilitating effective fluid control. The Courts have held that the prior 
art can be modified or combined to reject claims as prima facie obvious as long as there is a 
reasonable expectation of success. See In re Merck & Co,, Inc, 800 F.2d 1091, 231 USPQ 375 
(Fed. Cir. 1986) (see MPEP § 2143.02). Furthermore, the Courts have held that the mere 
duplication of parts, without any new or unexpected results, is within the ambit of one of 
ordinary skill in the art. See In re Harza, 124 USPQ 378 (CCPA 1960) (see MPEP § 2144.04). 
Therefore, it would have been obvious to a person of ordinary skill in the art to incorporate a 
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valve system within the channel system of a microfluidic apparatus in order to facilitate effective 
fluid transport control within the apparatus. 

Conclusion 

Claims 1 - 52 are rejected. 

Any inquiry conceming this communication or earlier conmiunications from the 
examiner should be directed to Brian J. Sines, Ph.D. whose telephone number is (571) 272- 
1263. The examiner can normally be reached on Monday - Friday (1 1 AM - 8 PM EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jill A. Warden can be reached on (571) 272-1267. The fax phone number for the 
organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an appUcation may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
appUcations is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 




